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DETAILED ACTION 

Response to Amendment 

This Office Action is in response to the Applicant's amendment, paper number 
1 3, filed on October 29, 2002. The finality of the last Office Action was withdrawn in the 
"Decision on Petition" mailed September 19, 2002 (paper number 12), and a new non- 
final action is issued. Claims 1-26 are pending and will be considered for examination. 

Drawings 

This application has been filed with informal drawings which are acceptable for 
examination purposes only. Formal drawings will be required when the application is 
allowed. The Applicants are directed to the attached PTO 948 for additional information 
about the deficiencies of the drawings. 

Claim Objections 

Claims 6 and 7 are objected to because of the following informalities: Claim 1 
has been amended to recite "fulfillment system"; therefore, claims 6 and 7 must also be 
amended to recite "fulfillment system" and not "fulfillment organization". Appropriate 
correction is required. 



Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 
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Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefore, subject to the 
conditions and requirements of this title. 

Claim 1-26 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. The invention as recited in the claims is merely 
an abstract idea that is not within the technological arts. Mere ideas in the abstract (i.e., 
abstract idea, law of nature, natural phenomena) that do not apply, involve, use, or 
advance the technological arts fail to promote the "progress of science and the useful 
arts" (i.e., the physical sciences as opposed to social sciences, for example) and 
therefore are found to be non-statutory subject matter. Mere recitation in the preamble 
(i.e., intended use) or mere implication of employing a machine or article of manufacture 
to perform some or all of the recited steps does not confer statutory subject matter to an 
otherwise abstract idea. For example, mere nominal use of a component, albeit within 
the technological arts, does not confer statutory subject matter to an otherwise abstract 
idea if the component does not affect or effect the underlying process. In the present 
case, claims 1-26 do not explicitly recite technological limitations in the body of the 
claims. For a further detailed discussion of this matter, the Applicant is referred to the 
following court cases: In re Musgrave, 167 USPQ 280 (CCPA 1970)] In re Toma, 197 
USPQ 852 (CCPA 1978)] Ex parte Bowman, 61 USPQ2d 1669 (BdPatApp&Int 2001), 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-3, 8-10,11-16 and 17-26 are rejected under 35 U.S.C. 103(a) as 

being unpatentable over Poviius (US 5,740,425) in view of Dudle et al. (US 

5,570,291). 

Referring to claim 1 , Poviius discloses a procurement system for purchasing a 
special item between a buyer of the special item and a supplier capable of supplying the 
special item, said system comprising: a fulfillment system for communicating between 
said buyer and the supplier (col. 44, lines 23-28), a database associated with said 
fulfillment system (col. 13, lines 26-27), and updated information which is added to the 
database for future reference (col. 36, lines 18-45). Poviius fails to teach a special 
requisition for an item not in a database or updating a database with information which 
is obtained from the special requisition. Dudle teaches a Custom Order Entry 
subsystem and Forms Management subsystem that allow customers to create custom 
orders for special items, which can then be added to the database for processing future 
orders (col. 4, lines 5-6 and col. 1 1 line 57 - col. 12 line 39). It would have been obvious 
to one having ordinary skill in the art to combine Povilus's method for publishing 
electronic catalogues with Dudleys custom product ordering system so that a customer 
could create a special requisition for an item not found in a catalog, and then add the 
item specification to an item database for future reference. Doing so would increase 
customer satisfaction by allowing a manufacturer to rapidly fill repeat orders for a 
custom product. 
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Referring to claim 2, Povilus teaches an electronic multi-manufacturer product 
catalog (col. 3. lines 20-24), comprising a knowledge base containing predetermined 
rules (col. 13, lines 25-35) which is linked to a product database (col. 13, lines 29-30) 
containing normalized product data represented by unique stock keeping unit (SKU) 
numbers (col. 17, lines 42-44) based on predetermined relationships (col. 17, lines 33- 
39) in accordance with predetermined rules stored within the knowledge base (col. 14, 
lines 25-39). 

Referring to claim 3, Povilus teaches an electronic catalog which allows a 
customer to combine multiple normalized SKUs to configure a special requisition of a 
custom product with enhanced form or functionality which will be designated by a new 
normalized SKU (col. 22, lines 40-53) which constitutes a unique description of the 
special item. 

Referring to claim 8, Povilus discloses a system where the updated 
special item information is normalized according to predetermined rules and 
stored within the catalog database (col. 21, lines 32-34 and col. 22, lines 10-19). 

Referring to claim 9, Povilus teaches an electronic catalog which comprises 
predetermined relationships including class (col. 13, line 52 - col. 14, line 12), attribute 
(col. 14, lines 13-18) and value characteristics (col. 15 lines 23-32). 

Referring to claim 10, Povilus teaches a procurement system including a 
normalized catalog database with unique items identified by class, attribute and value 
relationships (col. 3, lines 10-13 and col. 17, lines 42-46), a knowledge base with a set 
of predetermined rules for converting free form catalog information into the normalized 
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catalog database (col. 14, lines 25-33 and col. 19, lines 64-67), and an item selection 
procedure for locating a desired item within the catalog database (col. 48, lines 4-36). 
Povilus fails to teach an item specifying procedure that is invoked when the desired item 
can't be located in the catalog. Dudle teaches a system that allow customers to create 
custom orders for special items in addition to a catalog of off-the-shelf products (col. 8, 
lines 32-36), which can then be added to the database for processing future orders (col. 
10 lines 31-34). It would have been obvious to one having ordinary skill in the art to 
combine the electronic catalog of Povilus with Dudle's custom product ordering system 
so as to provide a customer with an item specifying procedure for an item not found in a 
catalog, thereby increasing customer satisfaction. 

Referring to claims 1 1 and 12, Povilus substantially discloses the invention but 
does not disclose a procurement system where a structured requisition with a new 
class, attribute or value added to preexisting relationships to uniquely identify a desired 
item is automatically sent to suppliers who were identified by the relationships used to 
create the structured requisition. Dudle et al. disclose a system wherein a structured 
requisition is created by modifying an existing item specification which is stored in the 
database (col. 11, lines 57-63), and wherein a supplier for a structured requisition can 
be identified based on analysis of which supplier is equipped to most efficiently produce 
the custom item specifications stored in the database (col. 8, lines 14-24), and can be 
automatically selected by the system in the course of generating a production order (col. 
15, lines 41-44 and 52-54). It would have been obvious to one having ordinary skill in 
the art to combine Povilus's method for publishing electronic catalogues with Dudle et 
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al/s custom product ordering system so that a customer who wishes to place a special 
order can do so directly from the online catalog system and save time. 

Referring to claims 13-16, Povilus substantially discloses the invention, including 
a new predetermined rule which uniquely identifies a desired item being added to a 
knowledge base to provide an update to class, attribute and value relationships (col. 41, 
lines 31-47), storing identifying information concerning the desired item in the database 
in accordance with predetermined relationships (col. 34, lines 13-36 ), and a new 
desired item becoming a catalog item available through the selection procedure (col. 34, 
lines 28-30 and col. 43, lines 27-30). Povilus does not disclose a system where a 
structured requisition is used to develop a new predetermined rule for uniquely 
identifying the desired item. Dudle et al. disclose a system with a rules selection 
subsystem which allows users to add rules as guidelines for creating a custom matrix 
for a specific customer and storing the rules in the database for future reference (col. 
18, lines 4-15). It would have been obvious to one having ordinary skill in the art to 
combine Povilus's method for publishing electronic catalogues with Dudle et al.'s 
custom product ordering system so that a manufacturer of a custom item can make its 
catalog customers aware that the new product exists for the purpose of increasing 
sales. 

Referring to claims 17-19, Povilus teaches a procurement system including 
establishing a normalized database of catalog items based on predetermined 
relationships including class, attribute and value charactaristics (col. 3, lines 10-13 and 
col. 17, lines 42-46), determining rules for converting free form information associated 
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with catalog items into the normalized database (col. 13, lines 25-28 and col. 19, lines 
64-67), specifying an additional relationship (see col. 36, lines 18-40, where a new 
tuning fork node is created, thus specifying a new index to uniquely identify for a new 
and unique product not found in a catalog database), including at least one class (col. 
13, line 52 - col. 14, line 12), attribute(col. 14, lines 15-18) or value (col. 15 lines 23-32) 
to uniquely identify a new item, incorporating the new class, attribute or value from the 
specifying step into the determining rules (col. 34, lines 30), and adding the special item 
to the database using the updated rules (col. 36 line 6 - col. 37 line 13). Povilus fails to 
teach processing a request for a special item not located within the catalog database 
using the predetermined relationships. Dudle teaches a customer or sales 
representative processing a custom order for a business form that is not 
located in the electronic database, such as creating the form using form design 
software. Use of such software requires the application of standard rules and 
procedures that would apply to any custom form being designed (col. 9 line 65 - col. 10 
line 34). It would have been obvious to one having ordinary skill in the art to combine 
the electronic catalog of Povilus with Dudle et al.'s custom product ordering system so 
that a custom item can be rapidly added to a catalog using predetermined schema, 
thereby enabling catalog customers to access a new product for the purpose of 
increasing sales by selling to a wider market. 

Referring to claim 20, Povilus teaches searching for an item within a database 
(col. 8 lines 2-14 and col. 10 lines 27-60), determining that the item is not in the 
database (col. 11 lines 4-58), locating a desired supplier for an item (col. 12, lines 16- 
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19), and adding a new item to the catalog database (col. 36 lines 31-39). Povilus fails 
to teach creating a structured requisition for an item not within a database. Dudle 
teaches creating a structured requisition for a special or custom item not found in a 
database (see discussion of claims 1,10 and 17 above), and transmitting the custom 
order to a potential supplier (col. 3 line 59 - col. 4 line 6). It would have been obvious to 
one having ordinary skill in the art to combine Povilus's method for publishing electronic 
catalogs with Dudle et al.'s custom product ordering system so that a special item can 
be quickly produced for a customer and added to a catalog database for ease of 
ordering future copies of the item, thereby increasing customer satisfaction. 

Referring to claim 21, Povilus teaches normalizing the catalog database by 
categorizing a new item in accordance with class, attribute and value relationships 

(col. 9, lines 26-52). 

Referring to claim 22, Povilus teaches a system where the step of creating a 
structured requisition for an item includes the step of identifying normalized 
relationships for the item (col. 12, lines 5-13). 

Referring to claim 23, Povilus teaches a system where the transmitting step 
includes the step of automatically identifying a potential supplier using normalized 
relationships (col. 12, lines 16-19 and lines 48-52). 

Referring to claim 24, Povilus teaches a system where the step of locating a 
desired supplier for an item includes the step of creating a new relationship uniquely 
identifying the item by updating normalized relationships (col. 37, lines 15-33). 
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Referring to claim 25, Povilus teaches a system which uses a new relationship to 
add a new item to the database (col. 34, lines 22-36). 

Referring to claim 26 Povilus teaches a system including a knowledge base and 
free form data (col. 30, lines 1-6), adding a new relationship to the knowledge base (col. 
36, lines 18-21), processing free form data through the knowledge base (col. 36, lines 
4751), and updating the database (col. 38,lines 1 1-41). 

Claims 4-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Povilus in view of Dudle et al., and further in view of Conklin et al. (US Patent No. 
6,338,050). 

Povilus substantially discloses the invention, including adding a new 
predetermined rule to uniquely identify a special item (col. 34, lines 13-36 and col. 36, 
lines 18-39), and a fulfillment organization normalizing the updated data received 
from the supplier (col. 34, lines 22-30) based on identical classes and attributes 
(col. 36, lines 18-22 and lines 34-40). Povilus does not specifically teach a special 
requisition including a proposed modification to a predetermined relationship, a 
supplier reviewing the special requisition, basing the new predetermined rule on 
updated information within a special requisition, or a buyer comparing the updated 
information as a basis for comparison between each special item available for 
purchase. Dudle et al. teaches a product estimating and order processing system 
in which custom item specifications are stored for use as a template for designing 
further custom business forms (col. 10. lines 27-34), and which allows for a 
supplier to review a custom product order and make changes as needed (col. 14, 
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lines 4767). It would have been obvious to one having ordinary skill in the art to 
combine Povilus's method for updating an electronic catalog to reflect a new 
product offering with Dudle et al.'s custom order processing system in order to 
allow a manufacturer to quickly add a new item produced for a special requisition 
to its online catalog in order to sell to the general public instead of selling only to 
the buyer who requested the product initially, thereby generating increased 
revenue into the future. Povilus and Dudle not teach a system where a plurality of 
suppliers review a special requisition and forward updated information for 
comparision by the buyer. Conklin et al. disclose a multivariate negotiations engine 
which allows a buyer to submit a Request for Proposal or Request for Quote to 
multiple sellers (col. 20, lines 2330) (col. 6, lines 19-20 and 25-32). It would have 
been obvious to one having ordinary skill in the art to combine Conklin et al.'s 
multivariate negotiations engine with Povilus's method for updating an electronic 
catalog and Dudle et al.'s custom order processing system in order to allow 
multiple manufacturers to respond to a special requisition placed by a buyer and 
compete with each other on an equal footing in order to potentially increase each 
manufacturer's sales. 

Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Povilus and Dudle and further in view of Conklin et al. (US Patent No. 
6,338,050). 

Povilus and Dudle teach all the limitations of claim 2 as noted above. In 
addition, Povilus teaches a system wherein suppliers are identified with specific 
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predetermined relationships (col. 17, lines 49-54). Povilus and Dudle do not 
teach a fulfillment organization selecting a plurality of suppliers to receive and 
review a special requisition. However, Conklin discloses a negotiations system 
which comprises a sponsor who creates and administers a negotiation engine for 
participation between buyers and sellers (col. 14, lines 1-19), including setting 
rules for supplier participation to determine that a supplier can fulfill a buyer's 
requirements (col. 28, lines 46-51). Therefore it would have been obvious to one 
having ordinary skill in the art to combine the teachings of Conklin with the 
system of Povilus and Dudle. One of ordinary skill in the art would have been 
motivated to do so in order to create a commercial community with a set of rules 
administered impartially for buyers and sellers by an administrator. 

Claims 1-3 and 7-9 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Povilus (US 5,740,425) in view of Gardner et al (US 5,758,327) 
and further in view of Dudle et al (US 5,570,291). 

Referring to claim 1, Povilus discloses a procurement system for purchasing a 
special item between a buyer of the special item and a supplier capable of supplying the 
special item, said system comprising: a fulfillment system for communicating between 
said buyer and the supplier (col. 44, lines 23-28), a database associated with said 
fulfillment system (col. 13, lines 26-27), and updated information which is added to the 
database for future reference (col. 36, lines 18-45). Povilus fails to teach a special 
requisition for an item not in a database or updating a database with information which 
is obtained from the special requisition. However, Gardner teaches generating a 
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requisition forin for an item not found in a catalog (column 2, lines 57-67; column 3, 
lines 1-3). Therefore it would have been obvious to one of ordinary skill in the art, at the 
time of the invention, to incorporate the requisition of a non-catalog item of Gardner into 
the system of Povilus. One of ordinary skill in the art would have been motivated to do 
so in order to allow a buyer to purchase non-catalog items. Povilus and Gardner do not 
teach updating a database with information which is obtained from the special 
requisition. However, Dudle teaches a Custom Order Entry subsystem and Forms 
Management subsystem that allow customers to create custom orders for special items, 
which can then be added to the database for processing future orders (column 4, lines 
5-6; column 1 1 , line 57 - column 12, line 39). Therefore it would have been obvious to 
one of ordinary skill in the art, at the time of the invention, to incorporate the teachings 
of Dudle into the system of Povilus and Gardner. One of ordinary skill in the art would 
have been motivated to do so in order to allow a manufacturer to rapidly fill repeat 
orders for a customer, as taught by Dudle. 

Referring to claim 2, Povilus teaches an electronic multi-manufacturer product 
catalog (col. 3. lines 20-24), comprising a knowledge base containing predetermined 
rules (col. 13, lines 25-35) which is linked to a product database (col. 13, lines 29-30) 
containing normalized product data represented by unique stock keeping unit (SKU) 
numbers (col. 17, lines 42-44) based on predetermined relationships (col. 17, lines 33- 
39) in accordance with predetermined rules stored within the knowledge base (col. 14, 
lines 25-39). 
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Referring to claim 3, Povilus teaches an electronic catalog which allows a 
customer to combine multiple normalized SKUs to configure a special requisition of a 
custom product with enhanced form or functionality which will be designated by a new 
normalized SKU (col. 22, lines 40-53) which constitutes a unique description of the 
special item. 

Referring to claim 7, Povilus, Gardner, and Dudle teach all the limitations of claim 
2 as noted above. In addition, Povilus teaches a system wherein suppliers are 
identified with specific predetermined relationships (col. 17, lines 49-54). Furthermore, 
Gardner teaches a fulfillment organization selecting a plurality of suppliers to receive 
and review a special requisition based on predetermined rules (column 1, lines 12-21; 
column 5, lines 13-22; Figure 1, items "10", "24", "26", and "28"). Therefore it would 
have been obvious to one of ordinary skill in the art, at the time of the invention, to 
incorporate the teachings of Gardner into the system Povilus, Gardner, and Dudle. One 
of ordinary skill in the art would have motivated to do so in order to adhere to a 
corporation's purchasing rules and policies. 

Referring to claim 8, Povilus discloses a system where the updated 
special item information is normalized according to predetermined rules and 
stored within the catalog database (col. 21, lines 32-34 and col. 22, lines 10-19). 

Referring to claim 9, Povilus teaches an electronic catalog which comprises 
predetermined relationships including class (col. 13, line 52 - col. 14, line 12), attribute 
(col. 14, lines 13-18) and value characteristics (col. 15 lines 23-32). 
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Response to Arguments 

Applicant's arguments filed on October 29, 2002 have been fully considered but 

they are not persuasive. Applicants argue that Dudle does not teach creating a custom 
order for a special requisition not found in a catalog database, and that Dudle only 
teaches known items with pre-determined specifiable options. However, Dudle clearly 
describes a sales representative entering a new custom order into a PC using ordering 
and form design software, the purpose being to instruct a manufacturing plant on how to 
manufacture a custom item (column 10, lines 1 1-34; column 1 1 line 57 - column 12 
line 11). If the item being ordered were known to the manufacturer, there would be no 
point in including a detailed description and instructions on how to produce the item. At 
col. 1 1 , line 57 - col. 12 line 1 1 , Dudle describes a sales rep entering an entirely new 
item specification where one does not exist using the Construction subsystem to design 
a custom form, including selecting special materials and processes to be used in 
manufacture. Dudle also describes charging a customer for setting up special 
equipment that may be required to complete an order (column 18, lines 32-35), which 
would not be the case for a known, previously manufactured item. Furthermore, 
applicant's argument that the selected custom item features are known by the 
manufacturer, and that therefore Dudle only teaches ordering item features from a 
catalog, is not persuasive since a catalog allows selection of finished items only. While 
catalog users may be able to select the color, size, or other attributes of a finished item 
they are ordering, the catalog item is in a completed state when being ordered, and a 
customer cannot specify a different type of construction for an item. Dudle describes 
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building a unique form from scratch for a specific customer, including entering all details 
of construction including construction materials and processes in a software tool for 
transmission to a manufacturer that is set up to produce the custom item (column 12 
lines 12-39). The Construction subsystem does not contain known finished items for 
sale, but rather contains the materials and processes that the manufacturer is equipped 
to handle when producing a form. This is the case for any manufacturer, since a given 
plant can only produce the products that it is set up for, be it cars or computers, and any 
order outside of its scope would require retooling. The inks, paper, tools and processes 
described as part of Dudle's construction subsystem do not constitute known items for 
sale in a catalog. In addition, Dudle's validation process is described in the context of 
ensuring that all features of an item are logically consistent with each other and that 
selected materials and processes will produce the desired product; the example given is 
not allowing an order to specify a fastener for a one-page item that doesn't need it 
(column 13, lines 18-24). Again, what is being validated is not a known pre-existing 
item, but rather that the construction materials and tools (such as dies) selected to 
produce an item will be able to produce it. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Naeem Haq whose telephone number is (703)-305- 
3930. The examiner can normally be reached on M-F 8:00am-5:00pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wynn Coggins can be reached on (703)-308-1 344. The fax phone numbers 
for the organization where this application or proceeding is assigned are (703)-305- 
7687 for regular communications and (703)-305-7687 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703)- 
308-1113. // 




Naeem Haq, Patent Examiner 
Art Unit 3625 



January 9, 2003 




